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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name CCA & B, LLC

Granted to Date
of previous ex-
tension

10/05/2016

Address 3350 Riverwood ParkwaySuite 300
Atlanta, GA 30339
UNITED STATES

Correspondence
information

James H. Johnson, Jr.
Attorney for Opposer
Sutherland Asbill & Brennan LLP
999 PEACHTREE STREET NE
Atlanta, GA 30309-3996
UNITED STATES
Patent.docket@sutherland.com, james.johnson@sutherland.com,
ann.fort@sutherland.com, susan.russell@sutherland.com

Applicant Information

Application No 86871094 Publication date 06/07/2016

Opposition Filing
Date

10/05/2016 Opposition Peri-
od Ends

10/05/2016

Applicant Saw Works Brewing Company, LLC
708 East Depot Ave.
Knoxville, TN 37917
UNITED STATES

Goods/Services Affected by Opposition

Class 032. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Beer, ale, lager, stout and porter

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Deceptiveness Trademark Act Section 2(a)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3533459 Application Date 01/10/2008

Registration Date 11/18/2008 Foreign Priority
Date

NONE

Word Mark THE ELF ON THE SHELF

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2005/10/01 First Use In Commerce: 2005/10/01

Children's activity books; Children's books

Class 028. First use: First Use: 2005/10/01 First Use In Commerce: 2005/10/01

Dolls and children's books, sold as a unit

U.S. Registration
No.

3553223 Application Date 03/18/2008

Registration Date 12/30/2008 Foreign Priority
Date

NONE

Word Mark THE ELF ON THE SHELF

Design Mark

Description of
Mark

The mark consists of the words the ELF on the SHELF". The word "the" appears
in red lower-case lettering. Directly below the word "the" appears the word "ELF"
which consists of yellow upper-case lettering outlined in red. Directly belowthe



word "ELF" appears the words "on the" which consist of red lower-case lettering.
Directly below the words "on the"appears the word "SHELF" which appears in
yellow upper-case lettering outlined in red.

Goods/Services Class 016. First use: First Use: 2005/09/01 First Use In Commerce: 2005/09/01

Children's activity books; Children's books

Class 028. First use: First Use: 2005/09/01 First Use In Commerce: 2005/09/01

Dolls and children's books, sold as a unit

U.S. Registration
No.

5020389 Application Date 07/09/2015

Registration Date 08/16/2016 Foreign Priority
Date

NONE

Word Mark THE ELF ON THE SHELF

Design Mark

Description of
Mark

NONE

Goods/Services Class 011. First use: First Use: 2011/05/00 First Use In Commerce: 2011/05/00

Electric night lights; Decorative lighting in the nature of electrically-illuminated
figurines

Class 016. First use: First Use: 2013/10/01 First Use In Commerce: 2013/10/01

Gift bags; Gift wrap paper; Paper gift tags; Gift boxes; Stickers; Calendars; Art
pictures

Class 020. First use: First Use: 2013/08/01 First Use In Commerce: 2013/08/01

Picture frames; Inflatable figures for use as outdoor holiday decorations; Plastic
cake toppers and decorations

Class 024. First use: First Use: 2011/08/01 First Use In Commerce: 2011/08/01

Placemats, not of paper; Table runners,not of paper; Cotton and polyester fab-
ric; Textile wall hangings; Textile wall hangings in the shape of an elf

Class 025. First use: First Use: 2014/09/01 First Use In Commerce: 2014/09/01

Costumes for use in children's dress-upplay

Class 026. First use: First Use: 2014/09/30 First Use In Commerce: 2014/09/30

Shoe ornaments not of precious metal

Class 028. First use: First Use: 2009/09/04 First Use In Commerce: 2009/09/04

Playing cards; Memory games; Board games; Party games; Puzzles; Christmas
tree skirts; Plush dolls; Christmas tree ornaments; Snow globes; Toy miniature
buildings; Modeled plastic toy figurines; Hobby craft kits for making Christmas
stockings comprising fabric and patterns

Class 030. First use: First Use: 2013/08/01 First Use In Commerce: 2013/08/01

Hot chocolate; Cookies; Bakery products, namely gingerbread houses; Candy
decorations for cakes; Chocolate
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /James H. Johnson, Jr./

Name James H. Johnson, Jr.

Date 10/05/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the matter of trademark application Serial No............................................................... 86/871,094 

For the mark..................................................................................................... ALE ON THE SHELF 

Published in the Official Gazette on....…………………………..................................... June 7, 2016 

 

 

 

CCA and B, LLC     

       OPPOSITION NUMBER: 

                                   Opposer,  

                                                                         

  v.                                                        

                                   

                                      

Saw Works Brewing Company, LLC                      

        

       

                                 Applicant.   

___________________________________    

 

 

Trademark Trial and Appeal Board 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA 22313-1451 

 

NOTICE OF OPPOSITION 

CCA and B, LLC, a Georgia limited liability company with a principal place of business at 

3350 Riverwood Parkway, Atlanta, Georgia, 30339 (“CCA & B” or “Opposer”) believes it will be 

damaged by the registration of the mark ALE ON THE SHELF for “beer, ale, lager, stout and 

porter” (“Applicant’s goods”) shown in U.S. Trademark Application Serial No. 86/871,094 (the 

“Application”), by Saw Works Brewing Company, LLC, at 708 East Depot Ave., Knoxville, 

Tennessee 37917 (“Applicant”) and hereby opposes the same. 

The grounds for opposition are as follows: 
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PROCEDURAL HISTORY 

1. Applicant filed a trademark application assigned U.S. Trademark Application Serial No. 

86/871,094, in the United States Patent and Trademark Office to register the mark ALE ON 

THE SHELF for use in connection with the sale of Applicant’s goods in International Class 32 on 

January 11, 2016. 

2. The Application is based on Applicant’s alleged intent to use the mark ALE ON THE 

SHELF in connection with the sale of Applicant’s goods in interstate commerce; by and through 

the Application, Applicant seeks registration for ALE ON THE SHELF as a mark for Applicant’s 

goods. 

3. The Application was published for Opposition in the Official Gazette of June 7, 2016. 

4. On June 15, 2016, Opposer timely filed a request for a 30-day extension of time to 

oppose the Application.  The Trademark Trial and Appeal Board granted Opposer an extension 

of time to oppose until August 6, 2016.  On August 4, 2016, Opposer filed a request for a 60-day 

extension of time to oppose the Application.  On August 4, 2016, the Trademark Trial and 

Appeal Board granted Opposer an extension of time to oppose until October 5, 2016.  

 

BACKGROUND OF OPPOSER 

5. Opposer is a family owned and operated publishing company, founded in 2005 by Carol 

Aebersold (“Aebersold”) with her daughters Chanda Bell (“Bell”) and Christa Pitts. 

6. In 2005, Aebersold and Bell co-authored a children’s book entitled “The Elf on the Shelf: A 

Christmas Tradition,” which continues to be published, marketed, and sold throughout the United 

States. 

7. With first use and first use in commerce dates of October 1, 2005, “The Elf on the Shelf: A 

Christmas Tradition” is always sold alongside a plush “Scout Elf” doll. 
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8. Opposer obtained a registration from the United States Patent and Trademark Office for 

the word mark THE ELF ON THE SHELF, U.S. Trademark Registration No. 3,533,459, on 

November 18, 2008. 

9. The registration for THE ELF ON THE SHELF word mark is valid and incontestable 

pursuant to 15 U.S.C. §§ 1065 and 1115(b). 

10. Opposer owns a second registration from the United States Patent and Trademark Office 

for the design plus word mark for the stylized version of its THE ELF ON THE SHELF 

trademarks, U.S. Trademark Registration No. 3,553,223, registered on December 30, 2008. 

11. The registration for THE ELF ON THE SHELF design plus  word mark for  the 

s tyl ized version of  i ts  THE ELF ON THE SHELF trademarks is valid and incontestable 

pursuant to 15 U.S.C. §§ 1065 and 1115(b). 

12. Opposer holds a total of 27 valid trademark registrations and nine applications, including 

U.S. Trademark Registration No. 5,020,389, for THE ELF ON THE SHELF word mark in 

international class 30 for “Hot chocolate; Cookies; Bakery goods, namely gingerbread houses; 

Candy decorations for cakes; Chocolate.”  A true and correct copy of Opposer’s 36 LIVE 

registrations and applications, in addition to the individual trademark registrations cited in herein, 

is attached hereto as Exhibit A.  A true and correct image of Opposer’s THE ELF ON THE 

SHELF Sippers Chocolate Cocoa is attached hereto as Exhibit B. 

13. U.S. Trademark Registration Nos. 3,533,459 and 3,553,223, for THE ELF ON THE 

SHELF are for goods in international classes 16 and 28, covering “children’s activity books; 

children’s books; and dolls and children’s books, sold as a unit.”  A true and correct image of 

Opposer’s “The Elf on the Shelf: A Christmas Tradition” book and doll set is attached hereto as 
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Exhibit C. 

14. Since launching the “The Elf on the Shelf: A Christmas Tradition” book and doll set in 

2005, Opposer has been continually expanding its THE ELF ON THE SHELF brand. Opposer is 

actively licensing THE ELF ON THE SHELF trademarks for use on more than one hundred 

different licensed goods primarily marketed to families with small children.  See also Opposer’s 

website for its available THE ELF ON THE SHELF goods at https://www.elfontheshelf.com/. 

15. Opposer has expended substantial time, effort, and money to advertise and publicize THE 

ELF ON THE SHELF, and to foster the public’s identification of its THE ELF ON THE 

SHELF trademarks with Opposer’s goods. 

16. Opposer’s THE ELF ON THE SHELF brand is primarily marketed to families with small 

children. 

17. Goods bearing THE ELF ON THE SHELF trademarks are sold through both brick and 

mortar retail stores and via the Internet. 

18. For the past four years, Opposer’s Scout Elf doll giant balloon character has preceded Santa 

Claus in the Annual Macy’s Thanksgiving Day Parade, watched by more than 3.5 million live 

spectators and more than 50 million additional television viewers all over the world.  A true and 

correct copy of NBC Universal’s press release for the 89th
 
Annual Macy’s Thanksgiving Day 

Parade is attached hereto as Exhibit D. 

19. In December 2015, “The Elf on the Shelf: A Christmas Tradition” reached number one on 

USA Today’s bestseller list for the third year in a row.  USA Today has called THE ELF ON 

THE SHELF “as ubiquitous as Santa himself.”  True and correct copies of the USA Today articles 

are attached hereto as Exhibit E. 

20. As a result of Opposer’s extensive promotion and quality, Opposer has created substantial 

https://www.elfontheshelf.com/
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goodwill and value in THE ELF ON THE SHELF trademarks. 

21. By virtue of extensive advertising, promotion and sales in interstate commerce, THE ELF 

ON THE SHELF has become widely recognized by the general consuming public of the United 

States as a designation of source of Opposer’s goods. 

22. THE ELF ON THE SHELF are famous trademarks. 

BACKGROUND ON APPLICANT 

23. Upon information and belief, Applicant is primarily in the business of manufacturing, 

marketing, and selling alcoholic beverages, primarily beer. 

24. Upon information and belief, Applicant is not yet selling any goods under the designation 

ALE ON THE SHELF. 

25. Applicant’s priority date for ALE ON THE SHELF can only go back as early as January 

11, 2016, many years after Opposer’s THE ELF ON THE SHELF trademarks were first used, 

registered, became incontestable, and became famous. 

STANDING 

26. Opposer alleges it has a direct stake in the outcome of the present proceeding, and will 

suffer injury in fact through the registration of the Application. 

ARGUMENTS 

Likelihood of Confusion – Lanham Act § 2(d) – 15 U.S.C. § 1052(d) 

27. Paragraphs 1-26 are incorporated herein, by reference. 

28. Numerous factors establish the likelihood that Applicant’s proposed mark will cause 

confusion, as prohibited under 15 U.S.C. § 1052(d). 

29. Applicant’s mark is in the same format as Opposer’s trademarks, namely, “__________ 

ON THE SHELF,” and shares three of the same words, presented in identical order. 
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30. There are no registered trademarks for any other goods in the format of “THE [SUBJECT] 

ON THE SHELF” other than those belonging to Opposer. 

31. The dominant portion of both Applicant’s and Opposer’s multi-word trademarks is the 

arbitrary use of “ON THE SHELF.” 

32. The only difference between Applicant’s mark and Opposer’s trademarks is the use of the 

word “ALE” instead of the word “ELF.” 

33. “ALE” sounds confusingly similar to “ELF,” especially used in the context of “______ON 

THE SHELF.” 

34. Applicant’s mark and Opposer’s trademarks are similar as to appearance, sound, 

connotation, and overall commercial impression. 

35. Opposer is entitled to a wide latitude of protection for its incontestable and famous THE 

ELF ON THE SHELF trademarks, which may be “the dominant factor in the likelihood of 

confusion analysis. . . independent of the relatedness of the goods.”  See Recot, Inc. v. M.C. Benton, 

214 F.3d 1322, 1328, 54 USPQ2d 1894, 1989 (Fed. Cir. 2000). 

36. Applicant proposes to use the applied-for mark in connection with the sale of beverage 

goods, which is a similar and/or related good to which Opposer affixes its trademarks for hot 

chocolate goods for beverages. 

37. Upon information and belief, Applicant will offer its current goods, at least in part, to the 

same, substantially the same, or related classes of purchasers as Opposer, namely beverage 

consumers. 

38. Applicant’s goods and Opposer’s goods will travel in the same or similar established 

trade channels, namely, places that serve beverages, or sell them for consumption at home. 

39. Applicant’s use of ALE ON THE SHELF intends to trade off of the goodwill associated 
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with Opposer’s THE ELF ON THE SHELF trademarks and is intended to evoke Opposer’s 

trademarks. 

40. Opposer’s THE ELF ON THE SHELF trademarks are strong. 

41. Upon information and belief, Applicant is unable to establish priority of use or priority of 

rights in the United States over Opposer in regards to Applicant’s trademark application. 

42. Applicant’s ALE ON THE SHELF mark so resembles Opposer’s registered trademarks as 

to be likely, when used on or in connection with beverage goods, to cause confusion or mistake, or 

to deceive consumers as to the source or origin of the goods. 

False Association or Endorsement – Lanham Act § 2(a) – 15 U.S.C. § 1052(a) 

43. Paragraphs 1–42 of the Opposition are incorporated herein, by reference. 

44. Applicant’s  mark is the same, or is a close approximation of Opposer’s  registered 

trademarks. 

45. Upon information and belief, consumers will immediately recognize Applicant’s mark as a 

close approximation of Opposer’s trademarks, its business, and goods. 

46. Opposer’s registered trademarks are incontestable and famous such that Applicant’s 

registration and/or use of the applied-for mark is likely to create a presumed connection to 

Opposer, its business, and goods in the minds of consumers. 

47. Opposer has no affiliation, association, or connection, past or present, with the Applicant, 

and has not authorized Applicant to use its mark, nor does Applicant have the consent, sponsorship, 

approval or certification of Opposer. 

48. Applicant’s use of a mark substantially similar to Opposer’s trademarks is likely to create a 

false impression of sponsorship, affiliation, and/or connection between Applicant’s and Opposer’s 

businesses and/or goods. 
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Dilution by Tarnishment – Lanham Act § 13(a) and 43(c) – 15 U.S.C. § 1063(a) and 1125(c) 

49. Paragraphs 1–48 of the Opposition are incorporated herein, by reference. 

50. Opposer’s THE ELF ON THE SHELF trademarks are incontestable, famous, and 

inherently distinctive, and subject to protection from trademark dilution under 15 U.S.C. § 1125(c). 

51. Applicant’s mark is intended to evoke Opposer’s trademarks and associate Opposer’s 

trademarks with alcoholic beverages. This is particularly damaging as Opposer’s trademarks and 

goods are directed to children, or to families with young children. Opposer has worked long and 

hard to build a wholesome image for its goods. The registration of the Applicant’s mark threatens 

Opposer’s image. Applicant’s mark is likely to cause confusion as to source or affiliation, and 

dilutes Opposer’s world-famous trademarks through both blurring and/or tarnishment, as THE 

ELF ON THE SHELF trademarks are “portrayed in an unwholesome or unsavory context.”  See 

Hormel Foods Corp. v. Jim Henson Prod., Inc., 73 F3d 497, 507 (2d Cir. 1996).  

 

CONCLUSION 

52. Opposer would suffer economic damages and/or injury to the value of its trademarks by 

registration of the Applicant’s mark because such registration would constitute prima facie 

evidence of Applicant’s exclusive right to use Applicant’s mark for and in connection with 

Applicant’s goods, which would be inconsistent with and detrimental to Opposer’s prior, 

established, and superior rights in its famous and incontestable trademarks. 

53. Opposer would suffer economic damages and/or injury to the value of its trademarks by 

registration of the Applicant’s mark due to a likelihood of consumer confusion by Applicant’s 

adoption of a mark substantially similar to Opposer’s registered trademarks. 

54. Opposer would suffer economic damages and/or injury to the value of its trademarks by 
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registration of the Applicant’s mark proximately caused by the likelihood of false association or 

false endorsement of Applicant’s goods or business by Opposer. 

55. Opposer would suffer economic damages and/or injury to the value of its trademarks by 

registration of the Applicant’s mark because such use would dilute Opposer’s famous trademarks 

through tarnishment and/or blurring. 

56. For all of the foregoing reasons, the registration of the Application is contrary to the 

provisions of Section 2 of the Lanham Act, and Opposer believes it would be damaged thereby. 

 

REQUEST FOR RELIEF 

Wherefore, by the undersigned attorneys, Opposer respectfully requests that the application 

of Applicant namely U.S. Serial No. 86/871,094, filed January 11, 2016, for the registration of the 

mark ALE ON THE SHELF be refused, that no registration be issued thereon to Applicant, and 

this opposition be sustained in favor of Opposer. 

 Opposer has paid the necessary filing fees contemporaneously with the filing of this Notice 

of Opposition.  Please deduct any additional fees that may be due, or credit any overpayment to 

deposit account 195029. 

DATED: October 5, 2016  

 
Respectfully submitted, 

 

/James H. Johnson/  
James H. Johnson   

 
 

Ann G. Fort 

ann.fort@sutherland.com 

 
James H. Johnson 

james.johnson@sutherland.com 

mailto:ann.fort@sutherland.com
mailto:ann.fort@sutherland.com
mailto:james.johnson@sutherland.com
mailto:james.johnson@sutherland.com


     

10 

38078338.1 

 
Susan A. Russell 

susan.russell@sutherland.com 

 

 
ATTORNEYS FOR OPPOSER 

CCA and B, LLC 

 

SUTHERLAND ASBILL & BRENNAN LLP 

999 Peachtree Street 

Atlanta, Georgia 30309-3996 

404.853.8000 
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CERTIFICATE OF SERVICE 

 
This is to certify, in accordance with Rule 2.101(b) of the Trademark Rules of 

Practice, that I have this day served the foregoing Notice of Opposition on the Applicant, 

by causing a true and correct copy thereof to be deposited in the United States via First 

Class Mail, postage prepaid, addressed to the correspondent of record for the Applicant 

as follows: 

 
Michael J. Bradford 

Luedeka Neely Group, P.C. 

P.O. Box 1871  

Knoxville, Tennessee 37901-1871 

 

 
and by forwarding a true and correct copy thereof by electronic mail to said 

correspondent at the following email address: mbradford@luedeka.com. 

 
5

th
 day of October, 2016  

 
/James H. Johnson/      

James H. Johnson 

 

ATTORNEY FOR 

OPPOSER CCA and B, 

LLC 

 

SUTHERLAND ASBILL & BRENNAN LLP 

999 Peachtree Street 

Atlanta, Georgia 30309-3996 

404.853.8000 

james.johnson@sutherland.com 

 
 

mailto:ardwinfamily@yahoo.com























































